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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/17/08 
has been entered. 

Claims 1-8 have been cancelled. Claims 9-28 are pending and under 
examination. 

Withdrawn rejections: 

Applicant's amendments and arguments filed 7/17/08 are acknowledged and 
have been fully considered. Any rejection and/or objection not specifically addressed 
below is herein withdrawn. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 9-1 1 , 19-21 and 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Virtanen (WO 97/38940). 

Virtanen disclose in claims 1 , 7 and 8: 
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I. A m^faod for recovering preeipiti^ed caJdafli carfeonate, PCC, scoofding to whi^ 

- FCC is s©p^ai^t«d from th« r««ciion ;mixtiire hy gttf ation, aiKi 

- tiw FCC-cotitaiiang preci|5^itate coOecte^ amo a filter C3-5;21) is mshi^ mth w&tsr 
to sqHumte byiiroducts ^om the PCC, 

char5ct«riz«(l mthat 

- FCC i& wftriwd wiih wasluiiig witw into which ctrt'on djoxide is dissolved in an 
anoatrt thM is suffident to convert at least & portion erf the hydroxy compounds in 
the {»»»pitate mio the cDire&pOfidiflg caHK»i&ie compounds. 

7. The R^od ac5Cor<lHis m pt«cediiig Otms, whereiii a dispraig agent is added 
to the ueattBUzed precipitate, wfa^eafta- iht precipitate is suspended. 

.1 J 

The method accarding to Claim 7, wherein disp««i«f» carried out b two scmges sucti 
that most of the dispersiiig agent is added to Sher cike ii? the filter (3 - S; 21), 
whereafter the ilt^ cake b suspend^. 



And from page 8, lines 13-22: 
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The dispergaon step is most syiiably cmiEi out in two siages, whereby itiost of the 
dl^ef sing agerst is added to tihe Altered cak* m the fiU®-, wft^Bafter the rest is sdded wiiile 
^5 fillsrsd cake is sui^eiidied, This ensbics a#is6ng the viacoslw of the FCC su spension 
acciiratdy to the desmfed vslue. Typically the desirabie value for vissoalty is, for examplcj 
100-500 cP, pt^erafaiy abowt - 400 cP. The addttioit of dispersing agent m the filter is 
most suttabiy earned out such tiat attout 60 % of t,h« dispersing ^eni is added to tse PCC 
KSke in the filter. Tiic pressure variation ii the sairse as is uad for washiJis, and the solids 
content of PCC is about 40 %. The aqueous Mtm is used for wajfiiag. The rest of the 
dispersbg ag«tt, t\mi is, about 4Q %, is isnly added to the wssm wiien {he PCC £&k$ 
bemg remtspemied. The mteiial is d^persed ntpidly as it sli^tdy c^mains some dispersmg 



Thus Virtanen fairly discloses a method of that obtains a filter cake that is rapidly 
dispersed which applicant calls: "fluid mineral matter". Since water is disclosed by 
Virtanen then the solution would be aqueous. Since the dispersion filtration of claim 8 
follows the water filtration of claim 1 then the steps are interpreted to be continuous. 
Virtanen discloses on page 8, lines 8-1 1 : 

Beeami^ the PCC precipi^ta contains very sntftU paiticles, tlte van der WasJs foKts 
}^wititi the crystals are qmt&^ strong, and it is ast poisbh to msnipuli^e the partides^ 
without the aid of a dispersng agent. Comiiioiily kaown poiyelc^ohtes, like poly acryiatej 
may be lised as the dUp^imng age^t or disposer. 

Virtanen discloses using high shear in the method (page 11, line 6). Virtanen discloses 

a use in paper coating (page 1, line 23). 

Thus, instant claims 9-1 1,19, 20, 21 and 23 are anticipated. 

Response to arguments: 
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Applicant asserts that Virtanen does not disclose the instant two separate stages 
of filtration process and that Virtanen does not disclose a pre-layer of mineral matter is 
formed on the filtration membrane in the absence of a dispersing agent. Respectfully, 
the Examiner cannot agree. In line 3 of claim 1, Virtanen clearly discloses a filtration 
step in the absence of dispersing agent and continuous to this step the cake is filtered 
with a dispersing agent. Since the steps follow each other they are continuous. 
Applicant's arguments are not persuasive and the rejection is maintained. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 9-28 remain/are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Bleakely et al. (US 5,833,747) in view of Izaki et al. (US 3,970,629). 

Applicant claims: 
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tduatwa, whetein m th« ^fSl fitencift st^$t, at pre- a>'erof n'n<*rf^] T^dtter .s VitK^d on 
" a iltratJoo meuTfbmae in the absence of a dispemm agent, md m the second titration 
mg% wMch is s:>pemtedt^(Jntmuous to tfm frnt^ the pxt-hy^r Is treated witb a second 
ac|tjeo«s stss|5«mlo« contammg a dispeisam. ageat io obtain a ffltme artd a coacsntxatsil 
cake if^^tmi '1 t| } Li^r*!^" 1^ mi. i\ v r>bcancd trom ""ht. 
contcntiatfd c>.^ke , 

Determination of the scope and content of the prior art 
(IVIPEP2141.01) 

Bleakley et al. teach paper coating pigments and tlieir production (title and 
abstract). Bleakley et al. teach precipitated calcium carbonate (PCC) products with 
dispersants (column 5, Ines 29-44) present from 0.01 percent to 2.0 percent by weight 
based on the dry weight of the PCC present (column 5, lines 14-28). Bleakely et al. 
teach adding other pigments such as titanium dioxide (rutile type), kaoilin clay and 
ground calcium carbonate (column 5, lines 56-67 and column 8, lines 29-31). 

Bleakley et al. teach a method of making an aqueous fluid suspension containing 
dry calcium carbonate comprising the steps of dewatering a suspension of ground 
precipitated calcium carbonate in a pressure filter (thus reading on compression) to give 
a solid cake and then redispersing the cake in water with 0.8 wt% sodium polyacrylate 
dispersing agent in a high shear mixer to give a fluid suspension (column 7 example 1 
and column 8, Table 2). 
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Izaki et al. teach paper coating compositions comprising tine pigment aluminum 
hydroxide (abstract and claims 1-13). 

Ascertainment of the difference between the prior art and the claims 

(l\/IPEP2141.02) 

1 . The difference between the instant application and Bleakley et al. is that 
Bleakley et al. do not expressly teach continuous filtration. 

2. The difference between the instant application and Bleakley et al. is that 
Bleakley et al. do not expressly teach controlling the amount of dispersant in the filtrate 
by measurement of the electrical conductivity of the filtrate; stopping as soon as the 
conductivity increases and using a HI 8820N conductivity meter. 

3. The difference between the instant application and Bleakley et al. is that 
Bleakley et al. do not expressly teach adding aluminum hydroxide as the mineral matter. 
This deficiency in Bleakely et al. is cured by the teachings of Izaki et al. 

Finding of prima facie obviousness 

Rational and Motivation (MPEP 2142-2143) 

1 . It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to continuous filter the cake of Bleakley et al., and produce 
the instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
selection of any order of performing process steps is prima facie obvious in the absence 
of new or unexpected results. (In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 
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1946) 0; In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order 
of mixing ingredients is prima facie obvious.) 

2. It would have been obvious to one of ordinary skill in the art at the time the 
claimed Invention was made to controlling the amount of dispersant In the filtrate by 
measurement of the electrical conductivity of the filtrate; stopping as soon as the 
conductivity increases and using a HI 8820N conductivity meter the cake of Bleakley et 
al., and produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because one 
of ordinary skill in the art might want to know how much dispersant is in the filtrate. It is 
the Examiner's position that since Bleakely et al. teach adding the same amount of the 
same dispersant as claimed by applicant and the only requirement Is adding the 
dispersant to the cake then what does it matter what the conductivity of the filtrate is 
because the same amount of dispersant is added and it would have the same effect. 
This limitation appears to be superfluous to the Examiner because the same aqueous 
suspension of fluid mineral concentrate is obtained in the absence of evidence to the 
contrary. 

3. It would have been obvious to one of ordinary skill in the art at the time the 
claimed Invention was made to add aluminum hydroxide, as suggested by IzakI et al. to 
the composition of Bleakley et al. and produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
Bleakley et al. teach adding other pigments to the composition. "It is prima facie obvious 
to combine two compositions each of which is taught by the prior art to be useful for the 
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same purpose, in order to form a tliird composition to be used for tlie very same 
purpose.... [T]lie idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA1980).A 

In light of the forgoing discussion, the Examiner concludes that the subject matter 
defined by the instant claims would have been obvious within the meaning of 35 USC 
103(a). 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

Response to arguments: 

Applicant asserts that Bleakley does not teach a second filtration stage in which 
the pre-layer is treated with a second aqueous suspension containing a dispersant 
agent to obtain a filtrate and a concentrated cake. Respectfully, the Examiner cannot 
agree. Filtering to separate materials is commonly used technique by one of ordinary 
skill in the art of chemical sciences. Bleakley teaches the concept of filtering the 
material. Performing another filtration continuous to the first filtration is obvious to one of 
ordinary skill in the art. One of ordinary skill in the art can continuously filter the product 
of Bleakley numerous times including the fluid suspension containing the dispersant as 
in column 7, example 1 of Bleakley). Applicant has not shown the criticality of including 
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a second continuous filtration step. As stated above: selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected 
results. (In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946) (); In re Gibson, 39 
F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is 
prima facie obvious.) 

The art teaches filtration of the "fluid mineral matter" and one of ordinary skill in 
the art can filter the "fluid mineral matter" a hundred times but the concept remains 
taught by Bleakley. 

Conclusion 

No claims are allowed. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 4175066 teaches dispersant for calcium carbonate where the 
calcium carbonate is obtained by dewatering a slurry using a filter press and then 
dispersant and water are added to the cake to obtain a second slurry (Abstract and 
column 3, lines 32-50). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernst V. Arnold whose telephone number is 571-272- 
8509. The examiner can normally be reached on M-F (6:15 am-3:45 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Ernst V Arnold/ 
Examiner, Art Unit 1616 



